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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 1/1 1/08 has been entered. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 1 recites the limitation "the at least on parameter ". There is insufficient antecedent basis 
for this limitation in the claim. Consider the following:the response includes at least one 
parameter in breach of policy (i.e., parameter A). A network controller detects that the response 
includes at least one parameter (i.e., parameter A as noted above) breaching the policy, and 
modifying the at least one parameter (i.e., parameter A). Note that limitation would be clear if 
only one parameter was involved, however the claim language states at least one meaning the 
language extends to multiple parameters that could be breaching policy. Therefore, one should 
consider the following with regard to antecedent: the response includes a t least one parameter 
in breach of policy (i.e., parameter(s) A, B, or C). A network controller detects that the response 
includes at least one parameter (i.e., parameter(s) A, B, or C as noted above) breaching the 
policy. However, the network controller now modifies the at least one parameter. The 
Examiner respectfully notes that it is unclear which parameter the claim language is intended to 
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modify a t least one parameter in breach of policy (i.e., parameter(s) A, B, or C). The controller 
could actually modify parameters A or B or C in the response or A or B or C being detected. 
The parameters in the response and the parameter detected could actually be different parameters 
based on the claim language and therefore it is unclear as to which parameter the claim intends to 
modify. 

Response to Arguments 
The following remarks are added based on the arguments presented by the Applicant in an 
effort assist the Applicant with the Examiners interpretation of the claim language. 
Applicant argues Shahccn fails to disclose or suggest all of the elements of any of the presently 
pending claims. Claim 1 recites, "modifying, by the network controller, the at least one 
parameter to be consistent with the policy." Shaheen fails to disclose or suggest at least this 
feature of claim 1 . 

3 . The Examiner respectfully disagree with the Applicant argument and rationale based on 
the following: Carefully consider claim 1, A response is simply a reaction. Therefore, since the 
claim language of claim 1 indicates " a response to the message" , Shaheen would still read on 
the claim since the nodes of Shaheen clearly react accordingly to the message . Carefully 
consider that nowhere in claim language of claim 1 is the direction of the response explicitly 
indicated. As noted in the claim language a message goes from a first party to a second party. 
The message has clear indication of direction, however the claim language is void of who, what 
or where regarding the sending a response to the message. The Examiner respectfully notes that 
the claim language simply requires a response (i.e., a reaction) to the message (i.e., not 
necessarily a path to a particular destination as argued by the Applicant). 
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Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

5. Claims 18-39 are rejected under 35 U.S.C. 102(e) as being anticipated by Ejzak et al. US 
Patent Pub. No.: 2004/0095923 Al(Ejzak). 

Consider claim 18, Ejzak teaches a method, comprising: 
passing a message from a first party to a second party in a communication system (e.g., see 
communication flow of figures 10-12); receiving a response to the message, the response 
including at least one parameter in breach of a policy for a communication between the first 
party and the second party (e.g., see figure 10-12 and at least paragraph offer and answer 
transaction); passing the response unmodified from the second party to the first party (e.g., see 
figures 10-12 the answer to offer is passed via gateways and controllers from user 122 to 
120); and determining in a network controller that the response includes one or more of said at 
least one parameter breaches the policy (e.g., see at least negotiation discussed in paragraph 
0046, 0055, and 0068 the controller checks network address parameters etc for 
consistency). 

Consider claim 21, Ejzak teaches a controller, configured to: forward a message from a 
first party to a second party in a communication system (e.g., see offer/answer message flow of 
figures 10-12); forward a response to the message(e.g., see offer/answer message flow of 
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figures 10-12), the response including at least one parameter in breach of a policy for a 
communication between the first party and the second party( e.g., see at least negotiation 
discussed in paragraph 0046, 0055, and 0068 the controller checks network address 
parameters etc for consistency); pass the response unmodified from the second party to the first 
party( e.g., see at least negotiation discussed in paragraph 0046, 0055, and 0068 the 
controller checks network address parameters etc for consistency and message flow in 
figures 10-12); and determine in a network controller that one or more of said at least one 
parameter breaches the policy( e.g., see at least negotiation discussed in paragraph 0046, 
0055, and 0068 the controller checks network address parameters etc for consistency). 

Consider claim 24, Ejzak teaches a communications system for providing 
communication sessions between parties connected thereto (see 100 of at least figures 1-9) , the 
communication system comprising a controller configured to: forward a message from a first 
party to a second party in a communication system (e.g., see offer/answer message flow of 
figures 10-12); forward a response to the message, the response including at least one parameter 
in breach of a policy for a communication between the first party and the second party( e.g., see 
at least negotiation discussed in paragraph 0046, 0055, and 0068 the controller checks 
network address parameters etc for consistency and message flow in figures 10-12); pass the 
response unmodified from the second party to the first party (e.g., see figures 10-12 the answer 
to offer is passed via gateways and controllers from user 122 to 120); detect one or more of 
said at least one parameter in breach of the policy in a further message from the first party( e.g., 
see at least negotiation discussed in paragraph 0046, 0055, and 0068 the controller checks 
network address parameters etc for consistency and message flow in figures 10-12); and 
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send to the first party another message containing the policy allowed payload in response to 
detection of said at least one parameter in breach of the policy(e.g., see figures 10-12 the 
answer to offer is passed via gateways and controllers from user 122 to 120). 

Consider claim 25, 27-28 and 34-35, Ejzak teaches a method, system and controller in a 
communication system for handling responses to messages, the method comprising :passing a 
message from a first party to a second party in a communication system(e.g., see offer/answer 
message flow of figures 10-12); receiving a response from the second party to the first 
party(e.g., see offer/answer message flow of figures 10-12), the response including at least one 
parameter in breach of a policy for communication between the parties( e.g., see at least 
negotiation discussed in paragraph 0046, 0055, and 0068 the controller checks network 
address parameters etc for consistency); determining in a network controller that one or more 
of said at least one parameter is in breach of the policy( e.g., see at least negotiation discussed 
in paragraph 0046, 0055, and 0068 the controller checks network address parameters etc 
for consistency); and sending a further message including a definition of the policy to the first 
party( e.g., see at least negotiation discussed in paragraph 0046, 0055, and 0068 the 
controller checks network address parameters etc for consistency in connection with 
message flows in figures 10-12). Ejzak addresses the SIP/SDP in paragraphs 0023-0024 

Consider claims 30 and 32 Ejzak teaches: passing a message from a first party to a 
second party in a communication system(e.g., see offer/answer message flow of figures 10-12); 
receiving a response including at least one parameter in breach of a policy for a communication 
between a first party and a second party(e.g., see offer/answer message flow of figures 10-12); 
passing the response unmodified from the second party to the first party( e.g., see at least 
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negotiation discussed in paragraph 0046, 0055, and 0068 the controller checks network 
address parameters etc for consistency and message flow in figures 10-12); sending by the 
first party a further message including at least one parameter in breach of the policy( e.g., see at 
least negotiation discussed in paragraph 0046, 0055, and 0068 in connection with message 
flows in figures 10-12); and detecting in a network controller that the further message includes 
at least one parameter breaching the policy( e.g., see at least negotiation discussed in 
paragraph 0046, 0055, and 0068 in connection with message flows in figures 10-12). 

Consider claims 36 and 39, Ejzak teaches a user equipment (e.g., see 120 and 122 as 
noted in paragraph 0030), comprising: first sending means for sending a message to a second 
user equipment ( e.g., mobile phones as noted in paragraph 0030); receiving means for 
receiving a response to the message( e.g., mobile phones as noted in paragraph 0030), the 
response including at least one parameter in breach of a policy (i.e., see offer as noted in 
paragraph 0064 and figures 10-12 since the users can modify offers with respect to 
answers); controller means for modifying at least one parameter into consistency with the 
policy(i.e., see controllers in figures 10-12); and second sending means for sending a further 
message to a network controller (e.g., see figure 10-12 a second or alternate offer/ answer 
based on the session type ) , the further message including at least one modified parameter( e.g., 
see figure 10-12 a second or alternate offer/ answer from user based on the session type ); 
wherein the controller means is further configured to further modify the at least one parameter in 
response to a response to the further message (e.g., see figure 10-12 a second or alternate 
offer/ answer from controller based on the session type ). 
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Consider claim 19 and as applied to claim 18, Ejzak teaches the claimed invention 
further comprising: sending a further message from the first party to the network controlled e.g., 
see figure 10-12 a second or alternate offer/ answer from user based on the session type ), 
said determining comprising detecting at least one parameter in breach of the policy in the 
further message( e.g., see figure 10-12 a second or alternate offer/ answer from user based 
on the session type ). 

Consider claim 20 and as applied to claim 19, Ejzak teaches the claimed invention 
further comprising: responsive to said detecting, sending to the first party by the network 
controller another message containing the policy allowed payload(e.g., see figure 10-12 a 
second or alternate offer/ answer from controller based on the session type ). 

Consider claim 22 and as applied to claim 21, Ejzak teaches the claimed invention 
configured to detect at least one parameter in breach of the policy in a further message from the 
first party( e.g., see at least negotiation discussed in paragraph 0046, 0055, and 0068 in 
connection with message flows in figures 10-12). 

Consider claim 23 and as applied to claim 22, Ejzak teaches the claimed invention 
configured to send to the first party another message containing the policy allowed payload in 
response to detection of said at least one parameter in breach of the policy(e.g., see figure 10-12 
a second or alternate offer/ answer from controller based on the session type ). 

Consider claim 26 and 29 and as applied to claims 25 and 28, Ejzak teaches the 
wherein the sending of the further message comprises sending information of at least one 
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parameter in consistency with the policy( e.g., see at least negotiation discussed in paragraph 
0046, 0055, and 0068 the controller checks network address parameters etc for consistency 
and message flow in figures 10-12). 

Consider claims 31 and 33 and as applied to claims 30 and 32, Ejzak teaches the 
claimed invention further comprising sending a further response including a definition of the 
policy to the first party(e.g., see figure 10-12 a second or alternate offer/ answer from 
controller based on the session type ). 

Consider claim 37 and as applied to claim 36, Ejzak teaches the claimed invention 
configured to further modify at least one parameter in response to a response to the further 
message(e.g., see figure 10-12 a second or alternate offer/ answer from controller based on 
the session type ). 

Consider claim 38 and as applied to claim 37, Ejzak teaches the claimed invention 
wherein the user equipment is configured to modify the at least one parameter to be consistent 
with a local policy(e.g., see figure 10-12 a second or alternate offer/ answer from controller 
based on the session type ). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. I, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

8. Claims 1, 3, 5-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Shaheen 
et al. US Patent Publication No.: 2003/0035401 Al (Shaheen) in view of Ejzak et al. US Patent 
Pub. No.: 2004/0095923 Al. 

Regarding claims 1 and 9-12, Shaheen discloses a method and system comprising: 
sending a message from a first party to a second party in a communication system (par. 33, and 
65); sending a response to the message, the response including at least one parameter in 
breach of a policy for a communication between the first party and the second party in a 
communication system (pars. 37-39, and 66); detecting in a network controller that the 
response includes at least one parameter breaching the policy (pars. 49, 61-63, 65, 67, 
and 75-77); and removing by the network controller, the at least one parameter to be 
consistent with the policy (see figure 8 steps s5-s9, pars. 45, 65, and 75 lines 22-24, i.e. 
S-CSCF removes or reduces a set of supported codecs based on operator policy). 

However, Shaheen does not specifically disclose modifying by the network controller, 
the at least one parameter. 
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In analogous art, Ejzak teaches modifying by the network controller, the at least one 
parameter (e.g., see paragraph 0043-0044, and 0066). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify Shaheen to include modifying by the network controller, the at 
least one parameter for the purpose of network negotiations as taught by Ejzak, Ejzak further 
indicates that the steps could be performed in a differing order. 

Regarding claim 3, Shaheen as modified by Ezjak discloses a method as claimed in 
claim 1, wherein the modifying comprises modifying the at least one parameter by the first party 
(par. 45). 

Regarding claims 5-8, Shaheen as modified by Ezjak discloses the method as claimed in 
claim 1, wherein the detecting comprises detecting in the network controller which provides a 
call session control function, wherein the detecting comprises detecting in the network controller 
which provides the call session control function comprising at least one of a proxy call session 
control function or a serving call session control function, wherein the detecting comprises 
detecting that the response includes the at least one parameter comprising a parameter of a 
session description protocol, wherein the sending comprises sending the response being in 
accordance with a session initiation protocol (see figures 1-9, and pars. 5-7). 

Consider claim 13 and as applied to claim 10, Shaheen teaches the claimed invention 
except wherein the controller is configure to pass the response unmodified from the second 
party to the first party, and check to determine whether a further message from the first party 
responding to the response includes the at least one parameter in breach of the policy. 
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In analogous art, Ejzak teaches wherein the controller is configure to pass the response 
unmodified from the second party to the first party(e.g., see figures 10-12 the answer to offer is 
passed via gateways and controllers from user 122 to 120), and check to determine whether a 
further message from the first party responding to the response includes the at least one 
parameter in breach of the policy (e.g., see figures 10-12 the answer to offer is passed via 
gateways and controllers from user 122 to 120). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify Shaheen to include wherein the controller is configure to pass 
the response unmodified from the second party to the first party, and check to determine whether 
a further message from the first party responding to the response includes the at least one 
parameter in breach of the policy for the purpose of network negotiations as taught by Ejzak, 
Ejzak further indicates that the steps could be performed in a differing order. 

Regarding claims 14, and 15, Shaheen as modified by Ejzak discloses the 
communication system as claimed in claim 10, wherein the controller is configured to provide a 
call session control function, wherein the controller comprises at least one of a proxy call session 
control function or a serving call session control function (see figures 1 and 2, i.e. P-CSCF, S- 
CSCF) 

Regarding claim 16, Shaheen as modified by Ejzak discloses the communication system 
as claimed in claim 10, wherein the controller is configured to detect that the response includes a 
parameter of a session description protocol (par. 48 lines 1-3). 
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Regarding claim 17, Shaheen discloses the communication system as claimed in 
claim 10, wherein the controller is configured to send the response in accordance with a 
session initiation protocol (par. 75 lines 22-24). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHARLES SHEDRICK whose telephone number is (571)272- 
8621. The examiner can normally be reached on Monday thru Friday 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harper Paul can be reached on (57 1 )-272-7605. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/VINCENT P. HARPER/ 

Supervisory Patent Examiner, Art Unit 2617 

/Charles Shedrick/ 
Examiner, Art Unit 2617 
April 27, 2008 
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